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DETAILED ACTION 

1. Claims 1-34 were pending. Claims 1-8, 13, 14 and 22-24 were previously withdrawn 
from consideration in the previous Office action mailed 7/24/2008. In the response received 
9/13/2008, applicant has amended several claims and cancelled claim 11. Accordingly an action 
on the merits of claims 9, 10, 12 and 15-21 follows. 

Response to Amendment 

2. Applicant's amendments to the claims and arguments in support thereof (see for example, 
section "C" spanning pages 9 and 10 of said response received 9/13/08) have obviated the 
rejection set forth in section 6 of said previous Office action. Accordingly, said rejection is 
hereby withdrawn. 

Response to Arguments 

3. Applicant's arguments filed 9/13/2008 have been fully considered but they are not 
persuasive. 

Applicant argues on page 11: 

"However, this section of the specification does not teach or suggest the 
electronic financial request having been generated by: 

operatively connecting a portable transaction storage device with the 
transaction device, the portable transaction storage device containing merchant 
identifying information for a particular merchant stored thereon that can be 
selectively ported to the transaction device, wherein the transaction device is not 
permanently programmed to initiate transactions for the particular merchant such 
that the transaction device can be used to conduct financial transactions on behalf 
of any number of merchants; 
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As the cited section of the specification teaches, prior art point of sale 
terminals were pre- programmed with the merchant identification information, 
which limited the ways in which financial transactions could be performed. As 
recited in claim 9, a portable transaction storage device that allows multiple 
merchants to be able to receive payment through the transaction device is not 
taught or suggested in the cited section of the specification. As such, Applicant 
requests that the obviousness rejection to claim 9 based on pages 1-4 of the 
specification be withdrawn." 

Response: 

Applicant's arguments are unpersuasive as applicant has not shown that 
the references do not teach what the examiner has stated they teach, nor has 
applicant shown that the examiner's reasoning for and manner of combining the 
teachings of the references is improper or invalid. 

In response to applicant's arguments against the references individually, 
one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986). 

Per page 7 of the previous Office action, the Examiner set forth reasoning 
why one of ordinary skill in the art would be motivated to store the merchant 
information separately from the transaction device. (Reproduced below) 
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Further, resort may be had to, for example, US 200 1001 6835 Al to Hansmann et 
al. (hereinafter Hansmann) to show it is old and well known for SIM cards to securely 
store user specific data. Sec, for example, paragraph [0003], etc. 

[0003] A very important cellular standard network is the 
so-called GSM (Groupe Special Mobile / Global system for 
mobile communications). Mobile stations under the GSM 
comprise the mobile equipment (cellular phone) itself and a 
so-called subscriber identity module (S ) ? the latter essen- 
tially consisting in a GSM specific chip card. The function 
of the SIM consists in ensuring thai only authorized persons 
obtain access to the net, thus securing an operating call 
metering, lb achieve this goal, the SIM securely stores user 
specific data (international mobile subscriber identity-IMS!) 
and executes a cryptographic algorithm under secure con- 
ditions. 

Again, as explained by the Examiner in the previous Office action, separating the 
merchant information from the original system is WELL within the knowledge of one of 
ordinary skill in the art. This statement is further supported by Hansmann as set forth 
above. However in order for a financial transaction to be consummated there must be a 
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payor and a payee. Each party must have identifying information in order to direct funds 
to the appropriate party. Accordingly, if the information is not resident on the transaction 
device itself, it MUST be made available to the transaction device at some point in order 
to provide enough information to complete the transaction. 

The limitations added to the claims are considered as being set forth in the 
previous Office action as well as being further supported by Hansmann. 

Further, the same argument is applicable to the Templeton rejection set forth in 
section 10 of said previous Office action and Applicants arguments against such set forth 
on pages 1 1 and 12 of said received response. 

Accordingly, the rejections set forth in said sections 9 and 10 of said previous 
Office action are sustained and incorporated herein by reference. 

Even though it is considered that the application of case law to the references of 
record teaches applicant's inventive concept, for purposes of clarity, the Examiner has 
added the Hansmann reference to the rejections to further support that it was old and well 
known for SIM cards to contain such data. 

4. Examiner's Note: The Examiner has cited particular columns and line numbers in the 
references as applied to the claims for the convenience of the applicant. Although the specified 
citations are representative of the teachings in the art and are applied to the specific limitations 
within the individual claim, other passages and figures may apply as well. It is respectfully 
requested from the applicant, in preparing the responses, to fully consider the references in 
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entirety as potentially teaching all or part of the claimed invention, as well as the context of the 
passage as taught by the prior art or disclosed by the examiner. 

Election/Restrictions 

5. This application contains claims 1-8, 13, 14 and 22-34 drawn to an invention nonelected 
with traverse in the reply filed on 4/21/2008. A complete reply to the final rejection must 
include cancellation of nonelected claims or other appropriate action (37 CFR 1.144) See MPEP 
§ 821.01. 

Claim Rejections - 35 USC §103 

6. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

7. Claims 9, 10, 12 and 15-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Admitted Prior Art (APA) in view of case law for the reasons set forth in 
section 9 of the previous office action mailed 7/24/2008 and further in view of US 
2001/0016835 to Hansmann et al. 

See the discussion set forth in section 3 above. 

8. Claims 9-12 and 15-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 2002/004772 Al to Templeton et al. in view of case law for the reasons set forth in 
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section 10 of the previous office action mailed 7/24/2008 and further in view of US 
2001/0016835 to Hansmann et al. 

See the discussion set forth in section 3 above. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

10. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL L. GREENE whose telephone number is (571)272- 
6876. The examiner can normally be reached on Mon-Thur. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P. Trammell can be reached on (571) 272-6712. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

12. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/James A. Kramer/ 

Supervisory Patent Examiner, Art Unit 3693 
/D. L. G./ 

Examiner, Art Unit 3694 
2008-12-22 



